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Opinion by Rice, Adm nistrative Trademark Judge:

An intent-to-use application has been filed by
Boardroom Inc. to register the mark TAX OPPORTUN Tl ES ( TAX
di sclaimed) for conputer software in the nature of prograns
containing information and articles about financial issues

in an interactive magazi ne/ newsletter format. 1l

1 Application Serial No. 74/614,841 filed Decenber 23, 1994
under Section 1(b) of the Trademark Act of 1946, 15 U.S. C
81051(b), based on applicant's allegation of a bona fide intent
to use the mark in conmmerce. |In the application, applicant
clains ownership of Registration No. 1,745,348, issued January
5, 1993 on the Supplenental Register for the mark TAX
OPPORTUNI TI ES for printed publications in the form of

newsl etters and magazi nes addressing financial issues.



Regi stration has been finally refused under Section
2(e)(1) of the Act, 15 U S.C. 81052(e)(1), on the ground
that the mark TAX OPPORTUNI TI ES, when applied to the goods
specified in the application, is nerely descriptive of them
Appl i cant has appeal ed. Both applicant and the Exam ni ng
Attorney have briefed the issue before us. An oral hearing
was not requested.

The Exam ning Attorney maintains that applicant's goods
presumably will feature sonme articles and information
related to "tax opportunities,” shown by the evidence of
record to be ways in which individual s or businesses may
t ake advantage of certain investnents or strategies to
decrease their tax burden, and that the mark thus nerely
descri bes the subject matter of the goods.

In support of the refusal to register, the Exam ning
Attorney has cited a | arge nunber of cases hol di ng that
mar ks whi ch descri be the subject matter of publications are
nmerely descriptive under Section 2(e)(1). In addition, the
Exam ning Attorney has nmade of record 33 story excerpts from
the NEXI S database.2 Each of the excerpts denonstrates use
of the words "tax opportunity" or "tax opportunities.”
Exanpl es of these usages are quoted bel ow (enphasi s added):

Entertainers who are neither citizens nor
classified as residents of the United States
may, through proper planning, have significant
U S. tax opportunities. That's because either

2 The excerpts made of record are said by the Exam ning
Attorney to be a representative sanple of the 267 stories found
in his search of the NEXI S dat abase.



status will subject an entertainer to U S
taxation on his or her worldw de incone. By
avoi di ng such status, .... Entertainnent Law
& Finance July 1995

Nexus and apportionment questions will be

i nportant to bank hol di ng conpani es consi dering
how to reorgani ze the corporate structure to
maxi m ze tax opportunities. Banking Policy
Report January 16, 1995

A tw ce-yearly review of the conpany's asset
listings could reveal hidden tax opportunities.
| nf or mat i onWeek Decenber 19, 1994

[ headl ine] Selling honme after age 55 provides
once-in-a-lifetime tax opportunity Star
Tri bune Decenber 11, 1994

"There are al so sone tax opportunities on

capital equipnent,” he says. "You need to do
sonme planning, or else you'll end up paying
110% tax just to .... Restaurants &

| nstituti ons Novenmber 1, 1994

According to the IRS, the 30-day rule creates
many i nconsi stenci es and "uni ntended t ax
opportunities” for conpanies. Daily Report
for Executives Cctober 27, 1994

The rollover deferral of gain is an excellent

reason to "trade up" when you nove. Consider

a tax opportunity that could put many dollars

in your pocket. Suppose you had al ready paid

off the nortgage on the old house. That neans
you .... Consuners D gest Septenber 1994

Because of its beauty, and perhaps because of
the special tax opportunities Monaco offers to
weal thy foreigners, many opera stars maintain
residence there. Opera News May 1994

Al though the tax climte for trusts has becone
increasingly hostile, there are still sone tax
opportunities left for the creative planner in
order to mnimze the inpact of the new rates.
Trusts & Estates January 1994

appropriate investnents for your child's
nest egg but you nust al so position the



investnments to take advantage of all avail able
tax opportunities. For instance, should the

i nvestments earmarked for educati on be owned
by you or the kids? Financial Wrld

Novenber 23, 1993

A mark is nmerely descriptive if, as used in connection
with the goods or services in question, it describes, i.e.,
i mredi ately conveys information about, an ingredient,
quality, characteristic, feature, etc. thereof, or if it
directly conveys information regarding the nature, function,
pur pose, or use of the goods or services. See In re Abcor
Devel opment Corp., 588 F.2d 811, 200 USPQ 215 ( CCPA 1978);
In re Eden Foods Inc., 24 USPQ2d 1757 (TTAB 1992); and In re
Ameri can Screen Process Equi pnent Co., 175 USPQ 561 (TTAB
1972). A mark does not have to describe every quality,
feature, function, etc. of the goods or services in order to
be found nerely descriptive; it is sufficient for the
purpose if the mark describes a single significant quality,
feature, function, etc. thereof. See In re Venture
Associ ates, 226 USPQ 285 (TTAB 1985). The question of
whether a mark is nerely descriptive nust be determ ned not
in the abstract, that is, not by asking whether one can
guess fromthe mark itself, considered in a vacuum what the
goods or services are, but rather in relation to the goods
or services for which registration is sought, that is, by
aski ng whet her, when the mark is seen on the goods or
services, it immediately conveys information about their
nature. See In re Abcor, supra. Further, we nust determ ne

the question of registrability based on the identification



of goods or services in the application for registration,
subject only to such limtations as to goods (or services)
type, channels of trade, etc. as are specified therein or
whi ch are normal for goods of the sanme nature. See In re
Al'len Electric and Equi pnent Co., 458 F.2d 1404, 173 USPQ
689 (CCPA 1972); In re Vehicle Information Network Inc., 32
USPQ2d 1542 (TTAB 1994); and In re Cryonedi cal Services
Inc., 32 USPQRd 1377 (TTAB 1994).

The Nexus excerpts nmade of record by the Exam ning
Attorney show that "TAX OPPORTUNI TI ES" is not a designation
coi ned by applicant but rather is one having a recogni zed
meaning in the financial field. Specifically, as the
Exam ni ng Attorney has noted, it is used to refer to ways in
whi ch i ndividual s or businesses may take advantage of
certain investnents or strategies to decrease their tax
burden. Applicant argues that the goods to be identified by
the mark deal with a wide range of financial matters, which
in many instances nmay very well not address taxation at all.
However, applicant's specified identification of goods
contains no limtations as to the types of financial matters
dealt with by the goods. When and if applicant uses the
mar k TAX OPPORTUNI TI ES on conputer software in the nature of
prograns containing information and articles about financi al
i ssues, including information and articles about tax
opportunities, as applicant will be entitled to do within
the scope of the registration which it seeks, the mark w |

i mredi ately convey information about the nature of the



goods, nanely, their subject matter, and thus will be nerely
descriptive of them3 The fact that the goods nay al so
contain information about other types of financial matters
does not render the mark inherently distinctive. W have
carefully considered the other argunents offered by
applicant, but find them equally unpersuasive.

For the foregoing reasons, we fully agree with the
Exam ning Attorney's conclusion that the mark TAX
OPPORTUNI TI ES, when and if used in connection with the goods
specified in the present application, will be nerely

descriptive of them

3 Applicant's subsisting registration on the Suppl enenta

Regi ster of the mark TAX OPPORTUNI TI ES for printed publications
in the formof newsletters and magazi nes addressi ng fi nanci al

i ssues constitutes an admi ssion that the mark was initially
nmerely descriptive for those goods. See Perma Ceram Enterprises
Inc. v. Preco Industries Ltd., 23 USPQ2d 1134 (TTAB 1992). W
believe that the mark is equally descriptive of the goods in the
present application, which are very simlar to those in the

regi stration, except for the nmedia in which they are presented.
That is, both types of goods feature information and articles
about financial issues.



Decision: The refusal to register is affirnmed.
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